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RECVIARICS 

rhe Applicants do not believe that examiMtion of the response contained 
herein will result in the introduction of new matter into the prej^eni upplicatioa for 
invention. Thensfore, the Applicants, respectfully, request that this response be entered in 
and that the claims to the present application^ kindly, be reconsidered. 

The Office Action dated April 14, 2006 has been received und considered 
by the Applicants. Claims 1-11 are pending in the present application for invention. 
Claims 1-1 1 arc rejected by the April 14, 2006 Office Action, 

The Office Action provisionally rejects Claims 1 , 2, 3, 7, 8, 9 and 10 on the 
grounds of non-slatutory obvious-type double patenting as being unpdlentable over Claims 7» 8, 
3, and 9 of copending U.S. Application No. 10/524,181. 

The Applicant, rcspectfullyj requests thai the rejection of Claims 1, 2, 3, 7, 8, 9, 
1 0 and 1 1 under tlic judicially created doctrine of obviousness-type double patentmg be 
rescinded for the following reason. Copending U.S. Application No. 10/524,181 was filed on the 
same day as the present application for invention. Thereibre, once the claims to IJ.S. 
Application No. 1 0/524,181 issue, they can be used as a basis for a double patenting rejection, 
but these claims cannot be treated a& prior art. In making the aforonentioncd obvious-type 
double patenting rejection* the Examiner inherently states that the rejected claims to the present 
invention differ fiom that of that of U.S. Application No. 10/524,181 because, simply put, a 
same-mvention, double patenting rejection has not been made. The Office Action alleges that 
the claims to the present inventinn are obvious in view of the claims to U.S. Application No. 
1 0/524,1 81, however, the Examiner has cited no prior art. whatsoever, showing that the 
differences between the rejected claims of the present invention and the claims to U.S. 
Application No. 10/524,181 amount to an obvious modification ofthe claims to U.S. Application 
No. 10/524,181. Withoiit a prior art recitation to substantive an obvious-type double patcnt^^ 
rejection, there is no factual basis upon vAAch tbe assertion of obviousness can be measured. 
Thercfore, the double patenting rejection cannot stand. The foregoing analysis is clearly the rule 
regarding obvious type double patenting rejections and is a synopsis from a decision before the 
Btjard of Patent Appeals And Interferences, Appeal No. 1998-0425, Ex parte Frank L. Schmit. 
T Joyd Ewing and David T. Rcdmon, Applicaticm No. 08/272,527, pages 4-5. 
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Accordingly, the provisional rejection ofCIaims 1, 2, 3, 7, 8, 9, 10 and 1 1 xrnder 
the judicially created doctrine of obviousness-type double patenting as being unpatentable over 
Claims 7, 8, 3, and 9 of copending U.S. Application No, 10/524,181, is respcctlltlly, LniverseA 

The Office Action rejects Claims 1 -3, 5, 7 and 9-11 under the provisions ol'35 
U,S.C. §103(a), as being unpatentable over U.S. Patent No. 5,907^22 issued to Lengyel et al. 
(hereinat^er referred to as Lenavel et al. ^ in view of U.S. Patent No. 6,089,739. issued to 
Yamomoto ct al. (hereinafter referred to as Yama m qto et al.) . 

Regarding Claims 1-3, 10 and 1 1, the Examiner's position is that LcnKvel etal 
teach the elements of the rejected claims except for the housing fomiiug a dust proof space. The 
Examiner .states that Yamamoto et al. teach a biicklight device comprising fluorescent tubes 
housed in a dust proof space with the lamps abutting against the wall in a .substantially dust proof 
flfianner. The Examiner states that Yamamoto et al. teach use of a channel for concentrating the 
cooling air How which is applied to Ihe lamps. The Applicai>ts, respectfully* point out that the 
combination of T^ngyel ct al with Yamamoto et al. does not make a Prima Facia case of 
obviousness. The MPEP at §2143 stales that basic requirements of a Prima Facie case of 
obviousness. 'To establish a prima facie case of obviousness, three basic criteria must be met. 
First, tlicre must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the ar^ to modify the reference or to 
combine reference teaehis^s. Second, there must be a reasonable expectation of success. Finally^ 
the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of SMCce^ must both be found in the prior art, not in applicant's disclosure. In re 
Vaeck, 947 F,2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)/* 

Initially, the Apphcants assert ^at the combination made by the Office Action 
does not teach or suggest all the limitations of the rqected claims. The rejected claims define 
subject matter for the housing to form a substantially and in that part of the lamp extends outside 
the housing dirough a wall of the hou.<nng into a channel through which air can flow. The 
Examiner alleges that Lenevel et al. teaches that the lamp extends outside the housing walL The 
Examiner's rationale is Figtux;s 3A and 3B of Lengyel etal. The Applicants, tespeOfuily, point 
out that Lenavclc tai. do not teach that the lamp extends outside the housing wall, Lengyel et al> 
specifically teach that lamp 14 is positioned within cavity 1 6 (see col. 9, lines 48-59X The 
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Examiner is making a<isamptions tliat are not substantiated by the disclosure ofLengygl ct aL 
Figures 3 A and 3B of Lengvei et al. provide no disclosure or suggestion that the lamp 14 extends 
out:5idc the housing wall. In £acl, Figures 3A and 3B of Lengvei et al, clearly illuslrate that lamp 
1 4 is inside cavity 1 6. There is no disclosure or suggestion that the items in Figures 3 A and 3B 
of LengxeleLaL thai extend outside of the cavity 16 are part of the lamp 14. Ihis is merely an 
a-ssumption made by the Examiner that is not substanlisUed by the teachings of Len^y^l 9t 
The disclosure of LengydeLaL clearly states that lamp 14 is positioned vrithin cavity 16 {see 
coL 9, hnes 48-59), YamamotoetaL tewh tu enclose lamps Mdthin a closed spec 8. There is 
no disclosure or suggestion within cither of the references to have a lamp that extends outside the 
housing wall as alleged by the Examiner. 

The MPEP at §2143,01 states tiiat if the "proposed modificutiim would render the 
prior art invention being modified unsatisfactory for its intended purpose^ then there is no 
suggestion or motivation to make the proposed roodiHcalion. In re Gordon^ 733 F.2d 900, 221 
USPQ 1125 (Fed. Cir. 1984)/* The Intended purpose of Yamamoto etal, is to enclose lamps 4 
withm space 8 and provide an open space 9 behind reflector 3 that cooling air can pass through 
(see col. 2, line 64-coL 3, Ime 40)* The combination attempts to create a combination that 
would foire YamamotoetaL to pass the lamps 4 through the housing wall wWch would defeat 
the purpose of YamamotoetaL for encapsulating the lamps within a closed space. Therefore, 
there is no suggestion to make the combination made by the rejection. 

The MPEP at §2143.01 further states that if '^e proposed modification or 
combination of the prior art would change the principle of operation of the prior art invention 
being modified, then the teachings of the references are not sufficient to render the claims prima 
^£ic/fiobvious./fireii^/ri,270R2d8I0, 123TJSPQ349(CCPA 1959)." The principle of 
operation of Yaniamoto ct aL is to enclose Inmpn 4 wilMn space 8 and provide an open space 9 
behind reflector 3 that cooling air can pass through (see coL 2, line 64-coL 3» Ihie 40), The 
combination attempts to create a combmation that would force Yamamoto el aL to pass the 
lamps 4 through the housing wall which would change the principle of opemtion of YamamotQ 
etal. tor encapsulating the lamps within a closed space. Therefore* there is no suggestion to 
make the combination made by the rejection. 

Regarding Claim 5, the rejection alleges that Lengvei etaL teach the subject 
malter of Claim 5. Specifically, the rejection alleges that Lengycl ct aL teach use of a 
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Icinperamre sensor The Applicants, respectfully point out that Claims 5 defines subject matter 
for a sensor for measuring the temperature of the part of a lamp that extends into the channel. 
The rejection does not address the afjpect of Claim 5 for measuring tlie temperature of the pari of 
a lamp lhat extends into the channel. There is no disclosure or suggestion within Lengvei et al> 
for measuri ng the temperature of the part of a lamp that exlcods into the chauncl. 

Regarding Claim 7, the rejection alleges that JL enHvel et al, do not teach the 
subject matter for the housing forming a dust proof space, fhe rejection alleges dial Yamnmoto 
etaL teach tlie subject matter for the housing forming a dust proof space. The Applicants, 
rcspectftilly, point out thai rejected Qaim 7 dclmes subject matter for the housing of the lamps 
forms a dustproof space, and in that the aforesaid wall abuts against the lamp in a substantially 
dust-tight manner at the location where the lamp extends through said wall. Yamamoioetal 
teach to enclose lamps 4 within closed space 8 and provide an open space 9 bcliind reflector 3 
that cooling air can pass through (see coL 2, line 64-col. 3, line 40), There is no disclosure or 
suggestion within Yantamoto etal. for the lamp to extend through said wall. 

Claim 9, depends from Claim 1 and is believed to be allowable for that reason. 

Tn view of the foregoing this rejcctiun is, respectfully, tiavcn»d. 

The OfQce Actim rejects Claims 4, 6 and 8 under the provisions of 35 
§1 03(a), as being unpatentable over I^gveletal. in view of Vamamotoet al. and further in 
view of Japanese Patent Publication 06-273765A by Makoto ct al (hereinafter referred to as 
Makoto et.aL). MakotO e.t al teach that the lamps are contahied within the housing and that air 
hole 1 1 allows air to pass and that a scaling member 16 is placed abutting air hole 16 to prevent 
dust from entering the housing, ThereJiire, all the elemaits of the rejected claims are not found 
in the combination and the rejection does not establish a prima facie case of obviousness. 

Regarding Claim 4, the rejection alleges that Makoto et al, teach means for 
cooling (vcaits 1 1) thai extend out of the housing. The j^licants, respectfully, point out that 
rejected Claim 4 (tefines subject matter for the fan to extract air from the channel, or blows air 
into the channel, at a location between two of the aforesaid lamp parts. Thei^ is no fan disclosed 
or suggested by Makots^ etal. that blows air into or extract air from the channel. Ihe rejection 
completely omite this element. Therefore, all the elements of the rejected Claim 4 aie not found 
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in the combination and the rcjeciion docs not c^lish a prima facie case of obviousness. 

Regarding Claim 6, the rejection alleges that Makoto et al. teach a wall with a 
rece^!^. The Examiner refers to items 5a and 5b in Figure 1 . The Applicants disagree that items 
5a and 5b m Figure 1 ot Makoto et al. teach a wall with a recess. More specifically, rejected 
Claim 6 defines subject matter for the channel to include a wail which is provided with a recess 
between two of the aforesaid lamp parts so as to allow air lo pass therethrough* The channel is 
defined as being outside the housing through which air can flow. Not only are items 5a and 5b 
in Figure 1 of Makoto etal. not u wall with a recess, there is no disclosure or suggesdim for a 
wall to be part of the channel outside the housmg. Therefore, all the elements of the rejected 
Claim 6 arc not found in the combination and the rejection does not establish a prima Jacic case 
of obviousness* 

Regarding Claim 8, the rejection alleges that Makoto et al. teach a flexible 
material abutting against the lamps. The Applicants, respectfiilly» point out that rejected Claim 8 
defines that the wall including a flexible material, which abuts against the lamp. There is no 
disclosuft; or suggestion within Makoto et aK that the wall comprises a flexible material which 
abuts against the lamp. 

In view of Ihe foregoing this rejection is, respectfully, traversed- 

Thc foregoing amendment to the claim adds new claims 1 2-20 which arc similar 
in scope lo original claims 2-10. Thcmforc, the new clauns 12-20 are believed to be allowable 
for the same reasons slates above fur claims 1-11. 
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Applicant is not aware of any aildilional patents, publications, nr other 



infomation not previously submitted to the Patent and Trademark Office which would be 
required under 37 C.F.R. 1.99. 



In view of the foregoing amendment and remarks, the Applicant believes 



that the present application is in condition for allowance, with such allowance being* 
respectfully, requested. 



The Comnaissioner is hereby authorized to charge any fees associated wit 



this response to Account No, 50-3745, including extemiion fees but excluding issue fees, 
and to credit any ovexpaymcnts to the same uccounL 



Please address all correspondence for this application to: 
Frank Keegan, Intellectual Property Counsel 
Philips Intellectual Property & Standards 
Philips Electronics N.A. Corp. 
P.O. Box 3001 

BriaTClifTManor^NY 10510-8001 USA 

Tel No. 914-333-9669 

CERTIFICATfc Oh TRANSMISSION 

T hereby certify thai this correspondence 

is being transmitted on this date via 

fecsimile transmisKiOTi io (571) 273-8300 AND mldresscd to: 

Mail Stop: Amendment 

COMMISSIONER OF PAITENTS 

P.O. Box 1450 

Aleocaildria,VA 22313-1450 

Date of I'ransmission: July 13- 2006 



Respecttiilly submitted. 




James D- Leimbach 



Patent Anornty Reg. No. 34,374 



(Signature) 
By; 
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